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The Trade-Mark Reporter 


The Current Law of Trade-Marks and Unfair Com- 
petition in the United States 


This publication, issued monthly, contains all current deci- 


sions of the law of trade-marks, trade-names and unfair competi 
tion in the courts of the United States, and of the several States 
and in the United States Patent Office. The text of opinions is 
given in full so far as they relate to trade-marks, or allied sub 
jects, with references to the official or other reports, if any, in 
which the cases are to be found, and with annotations and cross 
references, designed to illustrate the development and assist in 
the study of this branch of the law 

It likewise contains the text of all legislative enactments of 
the several state legislatures, and of the federal congress, re 
lating to the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced 
by courts and legislative bodies from year to year. It includes 
also all treaties and conventions to which the United States is a 
party, relating to trade-marks. Each annual volume will be com- 
pleted with an index, digest and table of cases, that will make its 
contents readily accessible for reference. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is TWO DOLLARS per year in the United States, Canada 
and Mexico; elsewhere TEN SHILLINGS. 
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32 Nassau Street, 
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TRADE-MARKS AT THE PANAM A-PACIFIC 
EXPOSITION 


An Act providing for the free importation of articles intended for 
foreign buildings and exhibits at the Panama-Pacific International Ex- 
position, and for the protection of foreign exhibitors. 


Be it enacted by the Senate and House of Representatives of 
the United States of America in Congress assembled, That all 
articles that shall be imported from foreign countries for the pur- 
pose of exhibition, and articles and material imported solely for 
use in constructing, installing, and maintaining foreign build- 
ings and exhibits at the Panama-Pacific International Exposition 
upon which there shall be a _ tariff or customs duty 
shall be admitted free of the payment of duty, cus- 
toms fees, or charges, under such regulations as the Sec- 
retary of the Treasury shall prescribe; but it shall be lawful at 
any time during the exposition to sell for delivery at the discre- 
tion of the exposition company any goods or property imported 
for and actually on exhibition in the exposition buildings or 
grounds, subject to such regulations for the security of the 
revenue and for the collection of import duties as the Secretary 
of the Treasury may prescribe: Provided, That all such articles 


when sold or withdrawn for consumption or use in the United 
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States shall be subject to the duty, if any, imposed upon such 
articles by the revenue laws in force at the date of withdrawal ; 
and on such articles as shall have suffered diminution or de- 
terioration from incidental handling and necessary exposure the 
duty if paid, shall be assessed according to the appraised value at 
the time of withdrawal for consumption or use, and the penalties 
prescribed by law shall be enforced against any person guilty 
of illegal sale, use, or withdrawal. 

SECTION 2. That the Librarian of Congress and the Com- 
missioner of Patents are hereby authorized and directed to es- 
tablish a branch office under the direction of the Register of 
Copyrights and the Commissioner of Patents at the Panama- 
Pacific International Exposition, in suitable quarters to be 
furnished free of charge by the Panama-Pacific International 
Exposition Company, said office to be established not later than 
July first, nineteen hundred and fourteen, and maintained until 
the close of said exposition; and the proprietor of any certificate 
of registration, copyright, trade-mark, or patent issued by any 
foreign Government protecting any pattern, model design, copy 
right, trade-mark, or manufactured article imported for exhibi- 
tion and exhibited at said Panama-Pacific International Exposi- 
tion may, upon presentation of satisfactory proof of such pro- 
prietorship, obtain without charge a certificate from said branch 
office, which shall be legal evidence of such proprietorship; and 
said branch office shall keep a register of all certificates of regis+ 
tration, trade-mark, or patent, and a register of all certificates 
of copyright issued, which shall be open to public inspection. 

At the close of said Panama-Pacific International Exposition 
the register of certificates of registration, trade-mark, or patent 
shall be deposited in the United States Patent Office at Washing 
ton, District of Columbia, and the register of certificates of copy- 
right shall be deposited in the Copyright Office of the Library of 
Congress at Washington, District of Columbia. 

Sec. 3. That it shall be unlawful for any person without au- 
thoritv of the proprietor thereof to copy. imitate, reproduce, or 
republish any pattern, model, design, trade-mark, copyright, or 


manufactured article protected by laws of any foreign country 


by registration, copyright, patent, or otherwise, which shall be 
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imported for exhibition at the Panama-Pacitic International Ex- 
position, and there exhibited; and any person who shall in- 
fringe the rights protected under this Act shall be liable 

(a) To an injunction restraining such infringement ; 

(b) To pay to the proprietor such damages as the proprietor 
may have suffered due to the infringement, as well as all the 
profits which the infringer may have made from such infringe- 
ment, and in proving profits the plaintiff shall be required to 
prove sales only and the defendant shall be required to prove 
every element of cost which he claims, or in lieu of actual dam- 
ages and profits such damages as to the court shall appear to 
be just; 

(c) To deliver up on oath, to be impounded during the 
pendency of the action, upon such terms and conditions as the 
court may prescribe, all articles alleged to infringe the rights 
herein protected ; 

(d) To deliver up on oath for destruction all the infringing 
articles, as well as all means and devices for making such infring- 
ing articles. 

Sec. 4. That any person who willfully and for profit shall 
infringe any right protected under this act, or who shall know 
ingly and willfully aid or abet such infringement, shall be deemed 
guilty of a misdemeanor, and upon conviction thereof shall be 
punished by imprisonment for not exceeding one year or by a 
fine of not less than $100 nor more than $1,000, or both, in the 
discretion of the court 

Sec. 5. That sections twenty-five, twenty-six, twenty-seven, 
thirty-four, thirty-five, thirty-six, thirty-seven, thirty-eight, 
thirty-nine, and fort f the copyright act approved March 
] 


fourth, nineteen hundred and nine, are hereby made applicable 


to civil actions authorized to be brought under the 


rOVISIONS 


». That the rights protected under the provisions of this 
shall begin on the date of the arrival of the pattern, model, 
design, copyrighted article, trade-mark, or manufactured article 


1 1 


so imported for exhibition within the grounds of the Panama- 


Paethc International Exposition at San Francisco, and shall con- 
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tinue for a period of three years from the date of the closing of 
said exposition. 


\pproved, September 18, 1913. 


[The question has been raised by some attorneys whether the effect 
of this statute will not be disastrous to the rights of American owners 
of trade-marks. It has occurred in some instances that the lawful 
trade-marks of American citizens have been fraudulently registered by 
others in foreign countries, and it has been suggested that if the fraudu 
lent registrants of these trade-marks abroad should come here with 
certificates of registration at home, and upon the strength of such cer- 
tificates obtain registration at the exposition, they would thereby be 
protected in the use of those marks during the exposition, in defiance of 
the rights of the lawful owners in this country. 

It does not, however, appear that any such consequence can result 
from the operation of this statute. In the first place, the purpose of the 
statute is declared to be the protection of foreign exhibitors. It can not 
be maintained that the fullest realization of this purpose requires the 
giving to those exhibitors of rights which would be a fraud upon our 
own citizens or would conflict with rights conferred by our own laws. 
Moreover, the only effect that the statute purports to give to the certifi- 
cate of registration so issued is as legal evidence of the fact that the 
holder of the certificate is registered in some foreign country as the owner 
of the mark, and not that he is the owner of the mark in this country. 
Nothing in the statute suggests, in any way, an intention on the part of 

ngress to confer any title to the trade-mark here, except such as may 
flow from a recognition of the registrant’s ownership of the mark at 


CO 


It is true that the law makes it a misdemeanor and punishes b 

junction, damages and other penalties, the copying, imitating or reprodu 
ing of any trade-mark protected by registration under the laws of a 
foreign country, which trade-mark 1s there in use for purposes of exhibt 
tion. It would, however, be creditir gress with very little foresight 
to suppose that it was intended thereby to punish any use of a trad 

ark by one of our citizens that would be lawful if this statute had 
never been enacted In the absence: f this statute, the owner of a 
foreign trade-mark might proceed at common law to protect his mark 
against infringment here by injunction or suit for damages, and could 


obtain proper relief in the courts, subject to the superior rights of Ameri 
can citizens to the mark \ll that the statute does is to give the foreign 
owner of a trade-mark an additional remedy in the criminal courts, and 
an easy method of proving his title prima facie by a certificate of regis- 
tration at the exposition. It does not legalize any fraud that he may 
have perpetrated upon American citizens in his own country or under 
cover of its law.] 
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ARGARET STEIFE V. BING ‘75 


UNITED STATES CIRCUIT COURT OF APPEALS 


\ . , 
ARET STEIFF v. BINe 
200 | Re gor 
Second Circuit, June I4, 19173 
UNFAIR COMPETITION—IMITATION OF Goons 
The imitation of 1 essential and arbitrary features of toys made 
by the complainant and the use of complainant's toys as samples from 


1 .4 


which to sell the same, should be enjoined as unfair competition. 


Appeal from order of the district court of the United States, 
Southern District of New York, granting a preliminary injunc- 
tion. Affirmed. 


Jacob Newman and A. Benedict, both of New York City 
(Leon N. Futter, of Brooklyn, N. Y., of counsel), for 
appellant. 

A. von Briesen and Hans von Briesen, both of New York 
City, for appellee 


Before LAcomBer, Coxt, and Noyes, Circuit Judges 


The descriptior tl lefendant in the i 1S sing \ 
ren of the United States and a resident and inhabitant f the borough of 
Manhattan, city, county, and state of New York.” It has been held not 
enough to describe a party as a citizen of the United States; the proper 


course being to say of what state he is a citizen. Picquet v. Swan, 5 
Mason, 35 Fed. Cas., No. 11,134; Wilson v. City Bank, 3 Sumn., 422, Fed 
Cas., No. 17,707; Merserole v. Paper Collar Co., 6 Blatchf., 356, Fed. Cas., 
No. 9,488. The fourteenth amendment to the Constitution provides: 
“Sec. 1. All persons born or naturalized in the United States, and 
subject to the jurisdiction thereof, are citizens of the United States 
and of the state wherein they reside.’ Argumentatively, therefore, the 
statement that the defendant is a citizen of the United States is a state- 
ment that he was either born or naturalized in the United States, and, as 
he resides in the state of New York, that he is a citizen of that state. 
If he is not a citizen of some state, the court is without jurisdiction 
The bill charges that the defendant shows jobbers who are intending 
customers toy animals made by the complainant as samples of what his 
German principals manufacture. It is shown that certain of the com- 
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plainant’s toys are copied by the defendant’s principals most accurately 
and in special features which are unnecessary, such as, for example, the 
peculiar pattern of the wheels, the inaccurate position of the elephant’s 
tusks, and the peculiar marking and attitude of the complainant’s horse 
Why does the defendant use the complainant’s toys as samples to sell 
from, and not the Bing toys, and why do his principals manufacture toys 
in accurate imitation of the complainant’s? The natural explanation is, 
in order to at least let the public buy the Bing toys under the impression 
that they are the complainant’s. We have gone very far in this circuit 
in the way of enjoining unnecessary imitation of features which are non 
functional. See Rushmore v. Manhattan Works, 163 Fed., 939, 90 C. C 
\., 299, 19 L. R. A. (N. S.) 269; Rushmore v. Badger Co., 198 Fed., 
490; 117 <. C.. A 25s. 

The complainant may have a very narrow injunction pendente lite 


fic 


nh deed 


JORDEN’S CONDENSED MiLkK Co. v. Hornuick’s MALTED MILK 
Cas et al. 


(206 Fed. Rep., 949.) 
Eastern District of Wisconsin, July 24, 1913. 


UNFAIR CoMPETITION—CONFLICTING CLAIMS OF ORIGINALITY. 

The question of priority in the manufacture of an article which each 
of two parties concededly have the right to make under a certain name 
or the truth or falsity of the claim of one party to be the producer of 4 
the “original and only genuine” product under such name, are not such 
invasions of the business or trade rights of another as may be restrained : 
by injunction. F 


In equity. On final hearing. Decree for defendants. 


The bill charges unfair trade practices, and prays for an injunction 
The complainant is a New Jersey corporation, for many years engaged 
in the manufacture of condensed, evaporated, and malted milks. Its busi- 
ness has become large and profitable, being carried on through numerous 
factories, in various states, and its products, particularly malted milk, 
have been widely marketed and sold. Such malted milk is a combinition, 
in concentrated, dry, pulverulent form, of malted barley ani malted 
wheat flour. The process of production is detailed in the bill. 

The defendant Horlick’s Malted Milk Company is a Wisconsin 


corporation, owned and controlled by the codefendants named, who aré 
its officers and directors. Such parties will be referred to as the defend 
ant. The corporation was originally known as Horlick’s Food Com- 


pany, and from about the year 1883 built up a large and profitable business 
in the manufacture of malted milk under a patent granted to the defend 
ant William Horlick, which expired on June 5, 1900, by limitation 

The Elgin Milkine Company, a corporation, after the expiration of 
the patent referred to, commenced the manufacture of malted milk, 
having theretofore respected, during its lifetime, the patent referred to 
The defendant Horlick’s Malted Milk Company had designated its 
product under such patent as “malted milk.” In or about the year 1902 
it commenced a suit against the Elgin Milkine Company, seeking to r¢ 


strain it from using the term “malted milk” as a designation of its prod 
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ntless advertis« statements bv its salesm« id traveling 
gents, and by constant] lleging before the public, in medical journals, 
circulars, in letters, and in newspaper and magazine advertisements, 
in signs placed in drug stores and in other public places of trade, upon 


blotters and leaflets, cards, and all manner of publications that the de- 


fendant was the producer of ‘the original and only genuine malted milk.’ 
That the defendant has abstracted or taken away the jars and ornamental 
receptacles labeled with the name of the complainant, which had been 
furnished and loaned by the complainant to its customers for use in dis- 
pensing or selling malted milk of complainant’s production.” 

The defendant, in substance, admits the allegations of the bill re 
specting its claim of the origin of its manufacture of malted milk in 
the discovery of the process by the defendant William Horlick, also the 
origin and use of the term “malted milk,” and admits the allegations 
respecting the claims that it has made, and makes, of its status as a 
manufacturer or producer of the original and only genuine malted mi 


The proofs of complainant were directed to establishing the history 
l ; 


manufacture of malted milk by it and its predecessor, the Elgin Milkine 
Company, and its claims that the process of malting milk was originally 
iscovered by Von Li German chemist, and that the same product 
s used by Countess | Kbersberg. It also introduced the test 1 
te the s idant against the Elgir ne ( 
e refer rpose of est s] t ( 1 t 
Horlick t | ed that \ { t I 
ied sine S S 
of] rt S | 1 VIS | ine S 5 
¢ st sai Hor the tter’s Englis t 
nt, substantially the sar s the American patent, had been annulle 
use knowledge of the manufacture of malted milk, as_ ther¢ cle 
ribed, was obtained from the complainant in that cas 
There is considerable testimony describing the process of manufa 
ture, and the chemical changes incident, or claimed to be incident, im 
the processes used in the manufacture of the products by the parties 
respectively. It is abundantly shown that the defendant has, as alleged 


in the bill, extensively advertised that it was the producer of “the 
original and only genuine malted milk.” The defendant has also shown 
that in the trade the complainant has likewise claimed to produce the 
only genuine malted milk. The competition between the parties appears 
to have been keen, each making liberal claims respecting the merits of 
its own product, and each seems to have been active in cautioning the 
public to beware of imitations, etc 


Flanders, Bottum, Fawsett & Bottum, Milwaukee, Wis., for 
complainant. 
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Lines, Spooner, Ellis & Quarlzs and Miller, Mack & Fair- 
child, all of Milwaukee, Wis., for defendants. 


GEIGER, District Judge (after stating the facts as above).- 
The case presents this situation: The parties have gone quite 
exhaustively into the history and method of manufacturing 
malted miik. It is conceded by each that the other manufactures 
and sells, rightfully, what is and may be designated as “malted 
milk.” The controversy tendered by the complainant's bill and 
proofs is stated to be “whether the defendant, Horlick’s Malted 
Milk Company, could claim to be the producer of the original 
and only genuine malted milk.” This, it is further said, “forms 
the gravamen of complainant’s bill of complaint, and the basis 
for the allegation and claim that the defendant has been guilty 
of unfair competition in so advertising, claiming, asserting, and 
giving out.” 

The question is therefore directly presented whether the 
claim of priority of original manufacture, and the extravagant 
and untruthful claim of a manufacturer or dealer that his goods 
are the original and only genuine, can be judicially determined 
to be tortious, constituting an invasion of the business and trade 
rights of another, to be restrained by injunction. It is urged 
that, when the defendant asserts to the trade that its product 
is the original and only genuine product, the necessary implica- 
tion is that all others, including the complainant, are making an 
imitation, therefore a spurious and deleterious article. It is 
claimed in the case that the complainant’s manufacture is accord- 
ing to a formula well known prior to the alleged discovery made 
by the defendant William Horlick, whereas the defendant seek: 
to establish that its formula is different, and different chemical 
processes are used, and that different chemical changes result. 
But each concedes that the other’s product is malted milk. 

Now, if each party is entitled to make and does make malted 
milk, is the claim by one that its product is the original, the only 
genuine, malted milk, an invasion of the property rights of the 
other, because of the possible implied charge therein that the 
latter’s is not original or genuine, when the method or formula 


for manufacture is not protected as a patent right, when any one 
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has the right to pursue any formula of manufacture according 
to which the product may in fact be made? If A discovers a 
formula for making a new product, the product, when so made, 
may in a certain sense be said to be the “original” or the “only 
genuine.” But, if later, by another formula, the same, or pos- 
sibly a similar, product, which, as here, may rightfully be called 
by the same name, may be manufactured, it does not follow that 
the latter manufacturer, in advertising his product to be the 
“original,” the “genuine,” is invading the former's property rights. 
He may be making exaggerated and false claims, he may be 
ascribing to himself and his products virtues which neither pos- 
sesses, but he has not taken anything from his rival, any more 
than one competitor may take from another in an appeal to the 
public. He has made no representation whereby his goods are 
taken as and for the goods of his rival, nor whereby the public 
is induced to believe that his goods possess qualities whose be- 
stowal upon the goods rests with the rival, as a peculiar property 
right. 

It is true, in a sense, that one who proclaims his product to 
be the “genuine,” who cautions against “imitations,” may injure 
his rivals. He may, in this way, impliedly slander and impute 
spuriousness. but, conceding such asseverations to be demon- 
strably false, what right has been invaded, other than the broad 
right which one may possess that another tell the truth, or that 
he shall not falsify’ In the present case, complainant has the 
undoubted right to manufacture, according to a formula said to 
have been discovered by Liebig, what it maintains may rightfully 
be called “malted milk.” Its right is not claimed to be exclusive, 
nor is it claimed that its product has been marketed or recognized 
by the public as possessing qualities attributable thereto because 


of the use of such formula; nor does it appear that it has made 


any “1 


ppropriation of at wht from whose invasion the defend 


uld, recalls Of their conduct, be restramed in en 
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ul } ») 


As indicated, there is nothing to show that complainant had 
any peculiar right, power, or property in respect of the manu- 
facture of malted milk, which was either susceptible of being, or 
had in fact been, exclusively appropriated by it in such manufac- 
ture; and the case narrows down to this: Can it prevent the de- 
fendants from claiming for or ascribing to themselves or their 
product “qualities, titles, or rewards” which they may not actually 
possess or be entitled to? Take an analogous case: Rival shop- 
keepers are engaged in selling a fabric which may be of foreign 
or domestic manufacture. The foreign fabric is concededly of 


better quality, and consequently in greater favor. One dealer 


sells only the foreign, the other only the domestic, fabric. Sup 
pose the latter advertises or proclaims the article sold by him 
to be of foreign manufacture, and that his establishment is th 
only one so dealing in such fabric of “genuine foreign” manufac 


ture; has he invaded or taken from his rival’s property rights ? 
It would seem'not. His act consists in an attempt to deceive 
the public, and, while his rival may be injured, he is not deprived 
of any personal legal right. Both are in the competitive field, 
and, while each may guard his own rights against invasion by the 
other, neither can, by injunction, exercise a censorship or guard- 
ianship over the commercial morals of the other in respect of ap- 
peals to the public, which are not based upon a deprivation of 
something legally belonging to the one claiming injury. 

That the doctrine of unfair trade, or unfair competition, 
has not been thus extended, is well illustrated by the case of 
American Washboard Co. v. Saginaw Manufacturing Co., 103 


Fed., 281, 43 C. C. A., 233, 50 L. R. A., 609, where complainant, 


Ce an 
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a manufacturer of aluminum faced washboards upon which the 
word “aluminum” was used, complained of the defendant’s manu- 
facture of washboards upon whose face the same word appeared, 
though the product was not in fact made of such metal, claiming 
that the public was thereby deceived into buying it as a genuine 
aluminum washboard. The court, in affirming a dismissal of the 
bill, because demurrable, said: 


“It is doubtless morally wrong and improper to impose upon the 
public by the sale of spurious goods; but this does not give rise to a 
private right of action, unless the property rights of the plaintiff are 


thereby invaded. There are many wrongs which can only be righted 
through public prosecution, and for which the Legislature, and not the 
irts, must provide remedy. Courts of equity, in granting relief b 
Injunction, ar ncerned th the property rights of the complainant 
Take tl tal which is the subject-matter of the controvers 
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So. too. in the recent case of Borden Ice Cream Co. v. Bor- 
den’s Condensed Milk Co. (C. C. A.), 201 Fed., 510 (7th Cir 
cuit), complainant sought to restrain the defendant from the use 
of the word “Borden” in the corporate name of the defendant, 
claiming that by such use the defendant purposed trading upon 
the reputation of complainant’s goods and products, and deceiv- 
ing the public into the belief that its product is of the complain 
ant’s manufactur It appeared, however, that complainant had 
not entered the competitive field in the manufacture of com- 
mercial ice cream, and that therefore none of its rights were in 
vaded. The word “Borden,” not being susceptible of exclusive 
appropriation, had not in fact been appropriated by the complain 


I 
ant, so as to give it a secondary signification attached to any of 
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its products similar to those purposed to be manufactured by the 
defendant. The circuit court of appeals said: 
“The question to be determined in every case of unfair competition is 
whether or not, as matter of fact, the name used by the defendant h 
le previously to indicate and designate the complainant’s goods; or 
put it in another way, whether the defendant, as a matter of fact, is, 
his conduct, passing off his goods as the complainant’s goods, or his 
business as the complainant’s buiness. It has been said that the unt 
versal test question in cases of this class is whether the public is likely 
to be deceived as to the maker or seller of the goods. This, in our 
opinion, is not the fundamental question. The deception of the public 
naturally tends to injure the proprietor of a business, by diverting his 
customers and depriving him of sales which otherwise he might have 
made. This, rather than the protection of the public against imposition, 
is the sound and true basis for the private remedy. That the public 
is deceived may be evidence of the fact that the original proprietor’s 
rights are being invaded. If, however, the rights of the original pro 
prietor are in no wise interfered with, the deception of the public is no 
concern of a court of chancery. Doubtless it is morally wrong for a 
person to proclaim, or even intimate, that his goods are manufactured 
by some other and well-known concern; but this does not give rise to 
a private right of action, unless the property rights of that concern aré 
interfered with. The use by the new company of the name ‘Borden’ 
may have been with fraudulent intent; and, even assuming that it was 
the trial court had no right to interfere, unless the property rights of th 
old company were jeopardized. Nothing else being shown, a 
peice Paes q Saeed . even a , ; 
1dé ( y Ce as / / t wer thy ¢ ite 
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facts in the present case seem to Dé incapable of treat 


ment under any different or more extended princi 


- 


1 


in view of the concession that each of the parties to this cause is 
making what may rightfully be termed malted milk, the whole 
controversy narrows down to the question whether complainant 
is entitled to have an adjudication that defendant is not the orig 
inal manufacturer, nor the maker of the only genuine, but that 
the complainant likewise makes a genuine malted milk; that it 
can be and is made under the one as well as under the other 
method or formula. The real effect of the adjudication would be 
negative; that defendant is making claims respecting its product 
which are not true. In other words, the complainant claims that 
its manufacture is under a formula discovered and in use prior to 
the date of discovery by defendant of its formula; that its prod- 
uct is therefore both original and genuine malted milk. The 
defendant, asserting that its manufacture is according to a 


formula discovered and in use as disclosed in the proof, claims 
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at its product is the original and only genuine malted milk 


| am satished that the controversy which has thus arisen between 


parties involves ) property rights to be protected by in 

ction, and, fo letermination of such controversy, par 
ties must look to the public 

There is some proof that defendant has, by means of cir 
cular letters addressed to druggists and dealers, made not only 


a claim that its own product is the original and only genuine, but 
the direct charge that the product marketed by complainant was 
not genuine, but imitation. ‘There are in the record two letters 
of this character, but no further proof respecting the extent to 
which this practice was carried on. This phase of the case has 
not been pressed, either in the proof or upon the argument, and 
is therefore not considered of sufficient importance to determine 
the question whether by reason of such acts the complainant is 
entitled to injunctive relief, or whether it must be referred to 


its remedy at law for damages as for the publication of libel 


The conclusion is that the bill should be dismissed for want 
f equity 
Nay, FR 4 \ tay, r} 
nct S S ¢ g and the 
t ; nj i s] 1 not 
t I t I 55 | wh t peedy 
t \ I I i I es aS ite ided 
In equity On 1 m1 for a preliminary injunction. De- 
nied 
Harry C. Silver, of Boston, Mass., and Maurice E. Rosen, of 


Portland, Me., for complainant. 
Frank Fellows, of Portland, Me., and P. B. Gardner, of 
Bangor, Me., for defendant. 


Hae, District Judge—In its bill the complainant shows: 
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That it and its assignors since 1886 have been the manufacturers 
of a five-cent cigar, called the “108,” the trade-mark or trade- 
name of which was given it for the reason that complainant’s 
first place of business was 108 State street, Boston. This name 
has been used continuously, and is now used, in connection with 
this cigar, a five-inch cigar, Londres shape, with a Connecticut 
seed wrapper, known as a block cigar. On it appears the letters 
“G. S. & Co., Boston, Mass., 108.” 

For a number of years the defendant has been engaged in 
the sale of cigars in Maine, especially in the sale of a so-called 
“208” cigar; the sales being for the most part in Penobscot, Wash- 
ington, and Aroostook counties. That defendant’s cigar is also 
a five-cent cigar, and a five-inch cigar, Londres shape. It also 


has a Connecticut seed wrapper, bears no branding, and the 
only difference between the two cigars, aside from the brandin 


y 
~ ~? 


is that the cigar made by the complainant is of clear Havana, 


> 
scrap filling, made from clippings from ten-cent cigars, while 
the defendant’s cigar is a so-called long filler, but of much inferior 
tobacco. That it 1s impossible to distinguish the difference be- 


tween the two cigars, except by cutting them open, and 
finding that one is a long filler and the other a short filler. Three 
or four years ago the complainant discovered the use by the 
defendant of the trade-mark “208,” and immediately wrote to 
the defendant, notifying him that it was an infringement, an! 
afterwards wrote again. Later it appeared to the complainant 
that the 208 cigar was taken off the market; and nothing further 
was done until recently, when complainant discovered that cigar 
208 was again on the market. After bringing the matter to the 
attention of the defendant, this bill in equity was brought. Com- 
plainant enjoys a large sale of his 108 cigar in the section where 
the 208 cigars are sold. The complainant makes the above allega- 
tions, and says that these facts were known to the defendant; 
he having been engaged in the cigar business for many years. 
The bill sets up infringement of the trade-mark, and unfair 
competition. The complainant now asks for a temporary injunc- 
tion. Many affidavits and exhibits are brought before me. 
Without commenting in detail upon the proofs, it is sufficient 


to say that complainant has not shown a case sufficiently strong 
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to satisfy me that a temporary injunction should be granted. 
The learned counsel for the complainant urges that its trade 


nd in the eastern portion of the state, 


is suffering near B 
eged infringement, and from defendant’s unfat 
competition. The testimony is, however, conflicting. The labels 
which are found upon the cigar boxes of the defendant are en 
tirely different from those of the complainant’s. There are no 
such resemblances as have been found vital in the Daoust case, 
206 Fed., 434, in which an opinion has just been handed down 
by the court of appeals in this circuit. 

On the question of unfair competition, the complainant’s 
proofs do not satisfy me that there is such similarity in the two 
cigars, or in the two boxes, as would induce ordinary purchasers 
to accept the defendant’s goods in place of complainant’s. 

Before an answer is filed and the issues made up, the grant- 
ing of a preliminary injunction is a matter resting in the discre 
tion of the court. Such injunction ought not to be granted un- 


1 


less the injury is pressing, delay dangerous, and the complain- 
rights are made entirely free from doubt. Foster's Federal 
Practice (4th Ed.), Sec. 233; Jrwin v. Dixon, 9 How., I0, 13, 
3 L. Ed., 25; Van C Packing Co. v. ( kshanks Bros 
» F $14, 33 C. ¢ 2S 
1 the cas { lainant’s rights ot fre 
‘ here is = tention o Il the ‘ints ec; ot 
fore me. The bill s the likelihood of o | tio 
vhen the issues are made up. The new equity rules enabl 
parties to obtain a s] y hearing. In exceptional cases, whert 
promptness of action is required, rules 47 (198 Fed., xxxi, 115 
C.C. A., xxxi), 54 (198 Fed., xxxiii, 115 C. C. A., xxxiii), and 
56 (1908 Fed., xxxiv, 115 C. C. A., xxxiv) may be invoked, to 
note dispatch. With these rules now available, a court should 


Ye especially careful not to cumber a case with temporary injunc- 
IS Or restraining orders before the issues are presented, so 
1 


that the case can be fully and finally disposed of. 


Motion for a temporary injunction is denied. 
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SYNDICATE CaAtTALoG Co. v. RETAILERS’ F 
CATALOG Co. 


SANBORN, Di Judge.—A bill for fraud and unfair com- 


petition was filed July 1, 1912. On September 30, 1912, this 


) 
i ‘ 


court issued a temporary injunction, restraining defendants from 


using complainant’s catalogue in building up defendants’ cata- 


logue, using complainant’s catalogue in making sales, selling or 
giving away catalogues made up by copying complainant’s cata- 
logue, using certain lists of merchants under contract with com- 
plainant, as well as any list or lists of prospective merchants in- 
tending to do business with complainant, approaching or inter- 
fering with the salesmen of complainant, and the use of a cer- 
tificate of deposit contract similar to that of complainant. The 
temporary injunction was later modified, by making certain ad- 
ditions thereto, restraining defendants, among other things, from 
approaching any of the merchants referred to in said lists, in 
conducting any competing business. 

(1) It appears from the bill and proof that John Baskerville, 
president of complainant, adopted a plan of merchandising 
through local merchants, which was to publish a large general 
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work for complainant in September, 1910, 


continuing until 
January, IQI1I, again being employed in June, 1911, and severing 
his connection with the company April 6, 1912, taking effect 
\pril 10, 1912. 


The complaint is that the defendant Baskin, while in the 
employ of complainant as its trusted servant, acquired the in- 


formation and experience necessary to the carrying on of a 
successful business similar to that of the complainant, and in 
the latter part of the year 1911, entered into negotiations with 


one McCauley for the purpose of organizing a rival business, 
when the money could be raised, and Baskin could collect suffi- 


cient facts and obtain sufficient experience to make the arrange- 


ment a feasible one. Baskin had been formerly employed by the 


Berkley system. whicl vas, however, not so complete or 


thoroughly organized as that of complainant; that Baskin pro- 


ceeded to obtain all confidential information from the complain- 
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ant company, and, through his connection with it as sales mana- 
ger, whereby he obtained the names of all the factories who were 
willing to sell goods under the plan in operation, the names of 
all the merchants under contract with complainant, as well as 
the names of a large number of merchants who had answered 
advertisements, and who had under consideration the making of 
sales contracts with complainant. About three months before 
Baskin ceased to be in the employment of complainant, he and 
McCauley formed a South Dakota-corporation for the purpose 
of carrying on a like business. Shortly before Baskin severed 
his connection with complainant a sufficient amount of money 
had been raised by McCauley, through the sale of stock in the 
defendant corporation, to enable that company to begin business. 
On April 7, 1912, Baskin sent out a form letter to the salesmen 
of complainant, stating that he had severed his connection with 
the company and formed one of his own, and proposing to make 
a contract for the sale of his company’s goods with them. It 
is claimed that the plan was that Baskin should continue in the 
employment of the complainant until he obtained all their fac- 
tory lines, made acquaintance with all their salesmen, obtained 
a list of the merchants who were under contract with them, com 
plainant meanwhile paying the expenses of all necessary experi 


ments to make the business a success, and at the proper time, 
when sufficient money should be raised by Baskin and McCauley, 
they would then start the new business, substantially upon 
good will and outlay of the complainant. 

Shortly after the 1oth of April, 1912, when Baskin severed 
his connection with complainant, the defendant company com- 
menced to do business. They had no catalogue, however, and 
it was necessary for a while to proceed almost entirely upon the 
basis established by complainant. Salesmen were sent out by the 
defendant company, who for a while used complainant’s cata- 
logue. A certificate of deposit was gotten up, of a different ap- 
pearance from complainant’s, but containing substantially the 
same provisions. The business was, however, conducted in the 
name of The Retailers’ Factory Catalog Company. The com- 
plaint is that Baskin thus used the good will, and information 
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of a confidential character, which he had gotten almost wholly 
through his connection with the complainant, for his own benefit, 
and to the prejudice of complainant and against its interest, and 
that the law does not permit this to be done. 

It is claimed by defendants, on the other hand, that the plan 
pursued by both companies is practically the former Berkley 
system, that Baskerville practically copied that system in forming 
his own, that in making up his catalogue he copied very liberally 
from Sears, Roebuck & Co. and other catalogues, and therefore, 
that his company is in no position to obtain any injunction, or 
recover any profits realized by the defendant company for doing 
substantially the same thing as the complainant company had 
formerly done. Defendants claim that the complainant com- 
pany does not come into court with clean hands, for the 
reason that it has thus appropriated the outlay and efforts of 
other people, and can not under the circumstances have any 
cause of action against the defendants. It is substantially ad- 
mitted by complainant that, if Baskin had never had any con- 
nection with the complainant company, defendant’s position 
would be correct, but, inasmuch as he was in the employ of the 
complainant and obtained substantially all the information neces- 
sary to launch his business while in that capacity, the company 
formed by him has no right to use materials or facts obtained 
by him in the course of his employment, and for his employer, 
against the interest and to the prejudice of complainant com- 
pany. 

It is found as a fact, from the testimony and exhibits ad- 
mitted on the hearing, that the complainant’s case is substantially 
proved. The claims of the complainant as herein stated are true 
in substance and effect. Baskin and McCauley entered into a 
combination or conspiracy to obtain the benefit of detailed facts 
and information which Baskin gained solely through his con- 
nection with complainant, and they carried out their scheme by 
appropriating to themselves everything of value, which had been 
obtained by complainant in the building up of its business, and 
which had become an exceedingly valuable good will. This the 
law does not permit them to do without liability, as held by the 


circuit court of appeals of the second circuit in /nternational 
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Register Co. v. Recording Fare Register Co., 151 Fed., 199, 8° 
C. C. A., 475. Baskin was under legal obligation not to act 
adversely to the interests of complainant in connection with any 
of its business, and especially any business with which he had 
become connected by means of information and relations grow- 
ing out of said agency. The like rule is held in many other 
cases, among others, Stevens v. Stiles, 29 R. I., 399, 71 Atl., 802, 
20 L. R. A. (N. S.), 933, 17 Ann. Cas., 140, Stone v. Goss, 65 
N. J. Eq., 756, 55 Atl., 736, 63 L. R. A., 344, 103 Am. St. Rep., 
794, and MWestervelt v. National Paper Co., 154 Ind., 673, 57 N. 
F., 552. 

(2) Although it is a fact that Baskerville copied from other 
catalogues in the preparation of his own, this does not excuse a 
person in Baskin’s situation from appropriating to himself such 
confidential information, although a third person might have 
copied from Baskerville’s catalogue, without making himself in 
any way liable to the complainant. Baskin did much more than 
copy the catalogue prepared by Baskerville. He knew thoroughly 
all the contract relations existing between the factories listed in 
that catalogue and the complainant, and in addition to this, he 
appropriated to himself lists of merchants under contract with 
the complainant, lists of prospective merchants with whom a con- 
tract might possibly be made, and took over also as much of 
the good will established by complainant as he could possibly 
assimilate. The rule of unclean hands does not apply to such a 
case as this. Simmons Med. Co. v. Mansfield Drug Co., 93 Tenn., 
84, 23 S. W., 165; Sartor v. Schaden, 125 lowa, 696, 101 N. W., 
511; Stirling Silk Mfg. Co. v. Sterling Silk Co., 59 N. J. Eq., 
39., 46 Atl., 199; Medical Association v. Pierce, 203 N. Y.. 419, 
96 N. E., 738; Johnson v. Seabury, 69 N. J. Eq., 696, 61 Atl., 5. 

Any profit gained by the defendant company through the 
use of complainant’s catalogue or confidential information belongs 
to complainant; but how far a permanent injunction should go, 
in view of the fact that the temporary injunction has now been 
in force more than nine months, is another question. It would 
not appear to be necessary to continue the injunction much 
longer. The lists of merchants have been turned over to com- 
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plainant, and it has had as broad an order in respect to the 
catalogue and agents of complainant as it was entitled to. It 
is true defendants’ catalogue is copied in part from complainant’s, 
but they could lawfully now make one just like it. 

The injunction now in force should be continued to July 
31, 1913, which will make ten months, and be dissolved from and 
after August I, 1913; and defendants should be decreed to ac- 
count as prayed. 


Buzpy v. Keystone Oi, & Mec. Co. 


206 Fed Rep., I 30. ) 


Northern District f NOLS, Eastern Division, July I4. 1012 

I GEMEN K I BRICA S 

The owner of a trade-mark for lubricants, consisting of the symbol 
of a keystone, used i nection with the name “Keystone,” and the 
trade-name Keystone Lubricating Company, in the sale of his products, 
is entitled to enjoin the use of the word “Keystone” and the corporate 
ame Keystone Oil & Mfg. Co. by a rival company engaged in the manu- 
facture and sale of a similar lubricant, actual deception of the public 


from defendant’s use of the name “Keystone” being shown. 
In equity. On final hearing. Decree for complainant. 


Culver, Andrews & King, of Chicago, Ill., for complainant. 
Parker & Carter, of Chicago, IIl., for defendant. 


SANBORN, District Judge——This is a bill for infringement 
of a_ trade-mark, and for unfair competition. It appears that 
complainant began doing business in 1885 or 1886, manufactur- 
ing lubricating greases; that he adopted the trade-name “Key- 
stone Lubricating Company” at that time; and that he registered 
a trade-mark, being the symbol of the keystone of an arch, its 
essential feature being the representation of a keystone, to be 
used for attaching to the cans or packages of grease which he 
manufactured and sold, the word “Keystone” being used in every 
connection. It further appears that the business grew from year 
to year, and that through extensive advertising by means of 
circulars and catalogues, and through steady and long-continued 
advertising in trade journals, and particularly through advertis- 
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ing by means of sending free a sample of the grease, with an 
engineer’s cap and a grease cup for the purpose of introducing it, 
the grease became widely known, and the name “Keystone 
grease” became in time to be known as the grease which was 
manufactured by the Keystone Lubricating Company. 


From about 1890 until 1901 the complainant worked the 
Chicago territory by sending traveling men here to stay for a 
few days up to two weeks at a time, calling upon the local trade; 
and during those years it appears that he had worked up and had 
established a substantial trade in the Chicago territory. The Key- 
stone Lubricating Company had advertised Keystone grease in 
the National Engineer, a Chicago publication, as far back as 
1894, and about the year 1901 the business had apparently grown 
sufficiently in this locality to justify the establishment of an office 
in Chicago. A permanent office was accordingly established and 
maintained in Chicago from 1901 or 1902 on, down to this date. 


It further appears that the grease manufactured by the com- 
plainant, and known as “Keystone grease,” is the highest priced 
grease on the market, and that it is sold and used in every state in 
the Union, and in practically every country in the world, and 
that the extensive and steady advertising which has been done by 
the complainant, and the quality of the grease itself, has resulted 
in a steady increase of his gross sales from year to year. 

Defendant was incorporated in the year 1900, but did no 
business whatever in lubricating greases until the year 1903. 
From that time on until 1911 its activities in lubricating oils and 
greases were very limited, its business being confined almost en- 
tirely to the sale of gasoline and light oils. 


The only infringement of the complainant’s trade-mark, if 
any, consists in the use of the word “Keystone” in the defend- 
ant’s corporate name, and in the fact that it is claimed that the 
public has been deceived by such similarity, in that the defend- 
ant’s lubricating grease has been purchased on several occasions 
by persons believing they were buying the complainant’s brand. 
The cans in which the complainant and defendant sold their 
goods are radically different. The color, lettering, and descrip- 


tive matter are wholly distinct, as well as the odor of the grease 


sapere a ee ee oe anna 





ca ot er 


ee ed 


neh are 


ee ee 


BUZBY V. KEYSTONE OIL & MFG. CO. 493 


itself. The defendant denies any intention to deceive in the use 
of the word “Keystone” in its corporate name, and claims that 
the fraud alleged in the bill in that respect has not been proved. 

It appears from the evidence that after the bill was filed the 
John Lauson Manufacturing Company, of New Holstein, Wis., 
which had been a customer of complainant for a considerable 
time, ordered from defendant four 25-pound pails of No. 3 
Keystone grease. The order was filled in cans marked with the 
defendant’s name, describing the contents of each can as “Ba- 
nana grease.” The purchasing agent and engineer of the Lauson 
Company has used the complainant’s Keystone grease, and it 
appears it was the intention of the purchaser to buy such grease, 
and not that of defendant. Another instance of confusion ap- 
pears in the testimony. The witness Kliver, who keeps a garage 
in Chicago, bought defendant’s grease, believing it to be com- 
plainant’s brand, and _ subsequently one of complainant’s 
salesmen solicited his order for lubricating grease, and shortly 
thereafter was informed by Kliver that he had bought some grease 
from complainant, when as a matter of fact he was referring to 
that which he had purchased from defendant. It is clear that 
Kliver supposed he was buying complainant's brand. Another 
instance of confusion is that of the Hibbard, Spencer & Bartlett 
order. The government advertised for the bids upon lubricating 
Keystone genuine grease. The Hibbard firm, who are jobbers, 
telephoned to the defendant, supposing they were the manu- 
facturers of the genuine Keystone grease, referred to in the bids. 
The purchasing agent asked defendant’s agent over the telephone 
if they handled the genuine Keystone grease, and he was assured 
that they did. The Hibbard firm thereupon put in a bid and 
got the order, but the grease was rejected, as not being genuine 
Keystone grease. These are the only instances shown in the tes- 
timony that any one was deceived into buying defendant’s product 
supposing it to be that of complainant. 

The questions presented are whether the complainant’s trade- 
mark is a valid one, whether the word “Keystone” has obtained a 
secondary meaning, so that the words “Keystone grease” have 
come to be known to mean the article made by complainant, and 


whether fraud has been sufficiently established. No direct proof 
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of any fraudulent intent has been adduced, but it is insisted by 
complainant that the similarity of name tends to deceive the 
public, and that the instances above referred to show that fraud 
is actually being perpetrated upon the public. 

The same complainant prosecuted an infringement suit in the 
eighth circuit, the case being reported under the name of Buzby 
v. Davis, 150 Fed., 275, 80 C. C. A., 163, 10 Ann. Cas., 68. It 
was there held that the complainant’s trade-mark is valid as 
such. The court says: 

“The arbitrary symbol of the keystone of an arch is not a geographical 
term. It is the proper subject of exclusive appropriation as a trade-mark, 
and it was so under the common law before the state of Pennsylvania 
came into existence. 

Of course, the general rule is fairly established that words 
which do not themselves indicate the origin, manufacture, or 
ownership of the goods, but are merely descriptive of the place 
where the article is made or produced, can not be monopolized 
as a trade-mark. Elgin National Watch Co. v. Illinois Watces: 
Co., 179 U. S., 665, 21 Sup. Ct., 270, 45 L. Ed., 365. It is thought 
that the Davis case states the proper rule of law applicable to this 
case. 

The complainant having a valid trade-mark, the defendant 
had no right to use the word “Keystone” in its corporate name, 
so far as the sale of lubricating grease by it is concerned, if the 
public is thereby misled. The instances cited show that the simi- 
larity of name causes confusion and mistake, and are thought to 
be sufficient to justify the claim of fraud made by the bill. Defend- 
ant does not infringe the trade-mark by marking its goods, but by 
using the same name to indicate its product. Confusion and 
mistake result, and this is sufficient to entitle the complainant to 
the relief prayed. 


Defendant should incorporate its lubricating grease busi- 


ness under some other name, or adopt some other plan to avoid 
infringement. 
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BritisH AMERICAN Toracco Co. Lrp. v. British AMERICAN 
CicAR SToreEs Co. 


(206 Fed. Rep., 189.) 
Southern District of New York, June 6, 1913. 


1. UNFAIR COMPETITION—CORPORATE NAMES. 

The complainant, a British corporation, a manufacturer of to- 
bacco products, which sells only to jobbers and retailers, is held not 
to be entitled to enjoin the use of its corporate name by the defendant, 
which is engaged in the retail tobacco business, selling to consumers 
only, notwithstanding the similarity of the names themselves, unless 
it be shown that the complainant’s name has acquired a secondary 
significance in connection with its product, and that by the imitation 
thereof the defendant is selling its goods as the complainant’s. 
UnrFair CoMPETITION—ACcCTUAL COMPETITION NECESSARY. 

Where it is shown that the complainant sells only to the jobbers 
and retailers, while the defendant deals only with the ultimate con- 
sumer, no actual competition is shown, and no ground for relief against 
unfair competition. 


i) 


In equity. Motion to dismiss bill under equity rule 29. 
Granted. 


Nicoll, Anable, Lindsay & Fuller, of New York City, for 

complainant. 

Kearny & Dickinson, of New York City, for defendant. 

Warp, Circuit Judge.—The bill alleges that the complainant, 
the British-American Tobacco Company, Limited, a British cor- 
poration, is and for some years past has been widely known both 
in this country and abroad as a manufacturer of tobacco products ; 
that, although its charter authorizes it to sell at retail, it does 
not do so, but for good reasons stated sells only to jobbers and 
retailers; that the defendant has very lately been incorporated 
under the laws of New Jersey, and admitted to do business in 
this state under the corporate title British-American Cigar Stores 
Company, and is engaged in the retail tobacco business, selling to 
consumers solely. 

Although the names are not identical, and the complainant 
does only a wholesale and the defendant a retail business, it is 
difficult to resist the conviction that the defendant has used 
these words in its corporate title in order to profit in some way 
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by the complainant’s reputation, if not in the sale of its goods, 
then in the placing of its capital stock. If it had only wanted, 
as it alleges, a name descriptive of its intention to establish a 
chain of stores in Canada and the United States, other words, 
such as ‘“Canadian-American Cigar Stores Company” would have 
served as well. 

The bill challenges the right of the defendant to use the 
words “British-American” as a part of its corporate title, and 
prays that such use may be enjoined. The words, being geo- 
graphical, can not be appropriated as a trade-mark. If the bill 
had alleged that they had acquired a secondary signification in 
connection with the complainant’s products, and that the defend- 
ant was by using them selling its goods as the complainant’s and 
getting the benefit of the complainant’s business, an injunction 
might issue. But, on the contrary, the bill shows that the par- 
ties are not in competition with each other, and expressly states 
as its grievance that jobbers and retailers buy as little as possible 
of a manufacturer who competes with them by retailing. It is 
for this reason that it does not retail and does not wish to be 
thought to do so. Though the similarity of names may in this 
way injure the complainant with jobbers and retailers, who are 
confused thereby and led to suppose that the complainant is 
doing a retail business, I do not think this fact gives it the ex- 
clusive right to the use of the words. 

The motion to dismiss the bill is granted. 


NEW JERSEY COURT OF ERRORS AND APPEALS 


RuBBER & CELLULOID HARNESS TRIMMING Co. v. RusBER BouND 
Brusu Co., et al. 
(88 Atlantic Rep., 210.) 
May 9, 1913. 
1. UNratrR COMPETITION—DESCRIPTIVE TERM—SECONDARY MEANING. 
A descriptive word that has acquired a secondary significance to 


indicate the goods of a particular maker may be protected against use 
by another, in a way to deceive the public. The term “Rubber-set,” 
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having come to indicate the goods of a particular manufacturer, is of 
this character, and should be protected against like use of the word 
“Rubber-vulc.” 

UNFAIR COMPETITION—PROOF OF DECEPTION. 

In cases of unfair competition, proof of actual deception is not 
necessary. It is enough if, in the opinion of the court, the public is 
likely to be deceived. 

3. UNFAIR COMPETITION—CoRPORATE NAMES. 

The use of the words “Rubber Bound” in the defendant’s cor- 
porate name, is an interference with the plaintiff’s rights in the term 
“Rubber-Set,” as applied to its goods. 

4. ACCOUNTING—LACHES. 

Delay in the assertion of its rights held to be such as to bar 

plaintiff’s right to an accounting. 


to 


Appeal from a decree of the court of chancery, in favor of 
the complainant. Affirmed. 


King & Vogt, of Morristown, for appellants. 
Pitney, Hardin & Skinner, of Newark, for appellee. 


Per CurtamM.—The degree appealed from will be affirmed 
for the reasons stated in the opinion filed in the court of chancery 
by Vice Chancellor Howell. 

The following is the opinion of Vice Chancellor Howell in 
the court of chancery: 

“The bill in this case is filed to enjoin the defendants from 
the performance of acts which are alleged to lead to unfair 
competition in the business of manufacturing and selling brushes. 
The complainant began the manufacture of brushes in 1887, 
about which time it became the owner of two patents called the 
Read patents, for setting the knot of bristles in soft rubber and 
then vulcanizing the rubber, thus forming a new article of manu- 
facture, which it claims is of greater efficiency and durability 
than any brush theretofore made. In putting out this new char- 
acter of brush before the public, the complainant used the words 
and phrases, ‘Hard Rubberset,’ ‘Rubberset,’ ‘Hard Rubberset and 
Bound,’ to distinguish this special variety of manufacture from 
any others which were then or ever had been on the market. 
The words ‘Rubberset and Bound’ and ‘Rubber Bound’ have not 


been used recently so much as formerly, though I do not consider 


them as abandoned. For all practical purposes the controversy 


is reduced to two items, the first of which is whether the defend- 
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ant the Rubber-Bound Brush Company is wrongfully using a 
name or a mark to distinguish its goods so nearly like the words 
used by the complainant as to be confusing and liable to deceive 
the public; and, second, whether the defendant may continue to 
use the phrase ‘Rubber-Bound’ in its corporate name. 

“The Read patents expired in 1904 or thereabouts, since 
which time the complainant admits that the use of the processes 
described therein is open to the world. 

“The defendant the Rubber-Bound Brush Company began 
the manufacture of brushes, the brist’es of which were set in 
rubber and vulcanized, in 1908, and has continued such manu- 
facture down to the present time. It marked its brushes at that 
time with the word ‘Rubber-Dound’ and continued to do so until 
the year 1909, when upon the request of the complainant it 
abandoned the use of that phrase and adopted instead thereot 
the word ‘Rubber-Vulc, under which name it has marketed its 
goods ever since. 

“On the first branch of the case the question is whether the 
word ‘Rubber-Vulc’ is so close an imitation of the word ‘Rubber- 
set’ as that the public might be deceived or the unwary purchaser 
led to believe, when he bought a brush marked ‘Rubber-Vulc,’ he 
was buying a brush manufactured by the complainant. It ap- 
peared in the case that the complainant for a number of years 
spent many thousands of dollars in advertising its goods under 
the names which it had chosen to designate them and in such 
manner as to reach the ultimate purchaser (that is te say, the 
public generally), and that it had also adopted a peculiar get-up 
of its goods for purposes of display, which has likewise to some 
extent been imitated by the defendant. It likewise appeared by 
the testimony of some witnesses that the use of the word ‘Rub- 
berset’ had in the brush trade come to mean goods manufactured 
by the complainant, and there was some evidence that the imita- 
tion of the complainant’s goods by the defendant was so close as 
to be likely to deceive purchasers; that in certain places retail 
dealers had exhibited brushes of both manufacturers side by side 
in showcases and had used the complainant’s display racks for 
the indiscriminate exhibition of brushes of both makes; and that 
at least in two cases retail dealers had sold the product of the 
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Rubber-Bound Company, marked ‘Rubber-Vulc,’ as and for 
the goods of the complainant. The fact that the word ‘Rubber- 
set’ has come to mean the goods manufactured by the complainant 
was testified to by Mr. Pushee and Mr. Erskine, witnesses pro- 
duced on behalf of the defendant, and by Mr. Seidler and by 
Mr. Neidlinger, witnesses on behalf of the complainant; and the 
fact that the retail dealers did not distinguish between the two 
lines of manufacture in making their sales is testified to by Mr. 
Wright and Mr. Holtzman, witnesses produced on the part of 
the complainant. It likewise appears in the case that the com- 
plainant has registered the word ‘Rubberset,’ ‘Hard Rubberset,’ 
‘Hard Rubberset and Bound,’ in the United States Patent office, 
and that it claims protection in the use of these words and 
phrases under its letters patent. 


“In my opinion the primary and fundamental rules of law 
which govern the decisions of this case are found in the case of 
Reddaway v. Banham & Co. (1896) A. C., 199, 65 L. J. Q. B., 
381, and in the opinion in /nternational Silver Co. v. William H., 
Rogers Corporation, 66 N. J. Eq., 119, 57 Atl., 1037, 2 Ann. Cas., 
407, affirmed 67 N. J. Eq., 646, 60 Atl., 187, 110 Am. St. Rep., 
506, 3 Ann. Cas., 804. The Reddaway case is the well-known 
case which related to the use of the words ‘camel hair,’ in con- 
nection with the manufacture and sale of be!ting for machinery. 
The phrase had been used by Reddaway in connection with his 
goods for many years. Banham, who was the leading spirit in 
the defendant corporation, had formerly been an employe of 
Reddaway; he left his employment there and went into the 
manufacture of a similar belting, which he called Arabian belting, 
but afterwards manufactured belting which it sold under the 
name of camel-hair belting. It was held by the House of Lords 
in a series of remarkable opinions that the evidence showed that 
the phrase ‘camel hair’ had acquired a secondary meaning in the 
trade, and that when any one spoke of camel-hair belting he 
meant belting manufactured by the complainant; that the pro- 
tection which the complainant might claim for the use of that 
particular name was not the protection which would be accorded 
to a trade-mark, for the reason that the words ‘camel hair’ could 
not be adopted as a trade-mark because they were purely de- 
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scriptive words. Lord Herschell says: ‘The name of a person 
or words forming part of the common stock of language may 
become so far associated with the goods of a particular maker 
that it is capable of proof that the use of them by themselves, 
without explanation or qualification, by another manufacturer, 
would deceive a purchaser into the belief that he was getting the 
goods of A when he was really getting the goods of B. Ina 
case of this description, mere proof by the plaintiff that the de- 
fendant was using a name, word, or device which he had adopted 
to distinguish his goods would not entitle him to any relief; he 
could only obtain it by proving further that the defendant was 
using it under such circumstances or in such manner as to put 
off his goods as the goods of the plaintiff. If he could succeed 
in proving this, I think he would, on well-established principles, 
be entitled to an injunction.’ 

“The same rule was applied by Judge Lurton in the case of 
Vacuum Oil Co. v. Climax Co., 120 Fed., 254, 56 C. C. A., go, 
in the circuit court of appeals for the sixth circuit. He says: 
‘That a descriptive word or sign or symbol, descriptive 
from popular use in a _ descriptive sense, may acquire 
a secondary significance denoting origin or ownership is 
true. But this secondary significance is not protected as 
a trade mark, for a descriptive word is not the subject of a valid 
trade-mark; the only office of a trade-mark being to indicate 
origin or ownership. When a descriptive or geographical word 
or symbol comes by adoption to have a secondary meaning denot- 
ing origin, its use in this secondary sense may be restrained, if it 
amounts to unfair competition. In such case, if the use of it by 
another be for the purpose of palming off the goods of one as and 
for the goods of another, a court of equity will interfere for the 
purpose of preventing such a fraud. But this kind of relief 
depends upon the facts of each case and does not at all come 
under the rules applicable to the infringement of a trade-mark.’ 
La Republique Francaise v. Saratoga Vichy Co., 191 U. S., 427, 
24 Sup. Ct., 145, 48 L. Ed., 247. 

“In my opinion it is clearly proved in this case that the words 
used by the complainant, and particularly the word ‘Rubberset,’ 
have come to mean goods manufactured by the complainant, and 
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that if the complainant has established as a matter of fact that 
the defendant is using the same or a similar name to designate 
its goods, so that it may be said that the defendant is representing 
its goods as the goods of the complainant, then the complainant 
is entitled to the injunction prayed for. 

“T understand the general rule to be that in that class of 
cases which is denominated passing-off cases it is not necessary 
that the complainant, in order to succeed, should prove misrep- 
resentation or actual fraud by the defendant or give any evidence 
that any single person was deceived. It is enough if, in the 
opinion of the judge, the symbol or device or get-up used by the 
defendant is one which so closely resembles the symbol, device, 
or get-up used by the complainant as to be likely to deceive the 
public. If so, then the conditions required by the rules of law 
are fulfilled, and the decision of the question is one which must 
be committed to the eye and the sound judgment of the judge 
to whom the case is presented. This rule, and all the English 
cases on the point, will be found in a very recent case. (1902) 
Bourne v. Swan & Edgar, reported in (1903) 1 Ch., 211, 72 L. 
J., Ch. 168. This English case is cited in order to call attention 


to its exhaustive argument and line of discriminating cases, but 


the rule in this state 1s the same, as will appear by an examination 
of Miller Tobacco Co. v. Commerce, 45 N. J. Law, 18, 46 Am. 
Rep., 750, International Silver Co. v. Rogers Corporation, supra, 
and Eureka Fire Hose Co. v. Eureka Manufacturing Co., 69 N. 


1 
J. Eq., 159, 60 Atl., 561. 

“As a matter of fact, however, it sufficiently appears in this 
case by the testimony of Mr. Wright and Mr. Holtzman that 
there was a great liability to deception. Besides, in my opinion, 
a careful examination of the exhibits demonstrate the proposition 
for which the complainant contends. Taking into consideration 
the marks and get-up of the goods, the similarity in appearance, 
the resemblance which the words have to each other, and the 
fact that the word ‘Rubber’ is the principal and most obtrusive 
word used by each, and the great probability of the indiscriminate 
display of the goods of the two manufacturers, lead me to the 
conclusion that the unwary purchaser or the indiscriminating 
buyer would be as likely to get the goods of the defendant as the 
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goods of the complainant, if he sought to buy a brush whose |@ 
bristles were set in hard rubber. This probability is increased 
when we consider that, in the defendant’s get-up and advertising 
display matter, the name of the defendant corporation appears 
mor less conspicuously, having likewise for its most 
! tive term which would tend to furtl 
( : 
J 
bth 
; ] ¢ 
’ 
e s 
n ry ent he 
e njunction \@ 
| re rather « in the ca in | 
unant | en mense s s of money in advert i 
x its wares under the names above mentioned. This has had 
the effect of p'’acing the complainant's distinguishing words | 
before the people of the United States and to inform them that i 
the particular style of brush advertised was manufactured by the : 
complainant. To allow the defendant to simulate this brand, 4 
althou 


igh it is not a trade-mark, would be to permit it to take 


advantage of the large expenditure made by the complainant for 
such advertising and thus get a benefit from its outlay of money, 
and to that extent to nullify the benefit which the complainant 
designed for itself. In my judgment it is very clear that the 
Rubber-Bound Company has violated this equitable right of 


t the 
complainant, and that it should be enjoined therefrom as prayed 
by the bill. 


‘The remaining question is whether the defendant the Rub- 
ber-Bound Brush Company should be permitted to continue the 
use of its present corporate name. I do not think that it should. 
situation is very much like that in the case of /nternational 
Silver Co. v. William H. Rogers Corporation, supra. There the 
vice chancellor declined to enjoin the use of the word ‘Rogers’ 
in the defendant’s corporate title. 
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f the decree (07 N J Kq., 645, 60 \tl., 157, 110 Am. St Rep., 


3 Ann. Cas., 804) there was a reversal upon the ground 
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reasons stated by Vice Chancellor Stevens in the Rogers case. 


The report of his judgment on this point is found in 66 N. J. 


F.q., 140, 57 Atl., 725, and it was affirmed on appeal. 


Jf / 


“The defendants urge that the complainant is not entitled 
to bring this suit in its own name; that it should have. been 
brought in the name of the Rubberset Company, a New York 


corporation organized by direction of complainant, under which 


name the complainant has advertised and sold certain of its 
a 'T* 1 ; ¢ > sand + . ¢ : ~ o as) ; aa4 

wares. The allegations of fact on this point are without dispute, 

I [ do not think t the use of the name of the New Yorl 


corporation in a fe nstances would be sufficient either to bar 

relief on the merits to the complainant or to disqualify it as a 

party complainant. It clearly appears that the business con- 

nected with the manufacture of brushes belongs to the complain- 
; 


ant, is conducted by it, that it receives all the money and pays 
all the bills, and that the New York corporation is a mere instru- 


















} 
qj 
i) 
| 
| 
; 
/ 
/ 


b NS TOSS COE ns NE 


PN 
RST PT Fa se 


| 
: 

| 
| 
4 
4 
7 


5¢ )4 THE TRADE-MARK REPORTER 


ment of convenience for the transaction of the business by the 
complainant; on this branch of the case the decision must be for 
the complainant. 

“There is another objection made by the defendant, however, 
which has force and must be decided in their favor. The com- 
plainant made the corporation of Hanlon & Goodwin parties to 
the suit upon the supposition and allegation that Hanlon & Good- 
win were engaged in and interested in the manufacture of brushes 
with the other defendant the Rubber-Bound Company. It is 
clearly proven that the only connection between the two com- 
panies or between the officers of the two companies is that of 
stockholder and director, and I therefore conclude that they are 


not proper parties to the suit, and that as to them the bill must 


be dismissed.”’ 


NEW JERSEY COURT OF CHANCERY 


Munn & Co. v. AMERICANA Co., et al. 


August 9, 1013. 


Unratr CoMPETITION—TRADE-MARK—CONTRACT. 

The right to use the name “Scientific American Compiling De 
I in the sale of an encyclopedia in connection with subscrip- 
mplainant’s periodical “The Scientific American,” acquired 
er ntract with complainant is lost, as to future editions of the 

work, upon the expiration of the contract 

2. UNFAIR COMPETITION—CoRPORATE NAME. 
‘No corporation may adopt a name, the prima facie effect of which 


will be to mislead the person of ordinary intelligence 


as to the origin 
of its product and induce the belief that the same 


emanates from 
another company whose business might be thereby injured. The use 
of the words “Scientific American” in the corporate name of the 
defendant, engaged in the publication of an encyclopedia, should be 
enjoined. 

UnFatrR CoMPETITION—TRADE-N AME—ESTOPPEL. 

The license to use a name granted by a contract is revoked upon 
he termination of the contract and the severance of the relation upon 
he existence of which the license was dependent, and the licensor 
s not estopped from objecting to the continued use of the name by the 
fact that the discontinuance of such use will work hardship to the 

licensee. 

4. Unratr CompetitTionN—TrADE-MARK—INJUNCTION. 
An injunction against the future use of a trade-name, the right 
to use which in the publication of an encyclopedia was formerly en- 
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joyed under a contract, should preserve the defendant’s right to con- 
tinue the use of that term with respect to editions published during 
the continuance of the contract and the right truthfully to state the 
complainant’s connection therewith. 


In equity. On final hearing. Decree for complainant. 
- sS 


Fort & Fort, Arthur H. Masten and Sinclair Hamilton for 
complainant. 

McCarter & English and Thomas P. McKenna, for defend- 
ants. 


Emery, V. C.—Munn & Co., a New Jersey corporation, are 
the owners and publishers of the “Scientific American,” a weekly 
publication, commenced under that name in the year 1845, by 


Munn & Co., a partnership, and continued until the present time. 


] 


The New Jersey corporation have published the “Scient 
\merican” since , When they took over the property and 
S i » 1 ) { 1 t 4 l 
n ‘ 1 ISG in n 
: ‘ } iIness f 4 ] 
3 Munn & Co., who founded the enterprise in 1845. The com 
; plainant corporation also issue at the present time other publica 
: tions besides the “Scientific American”; these being the Scien 


tific “American Supplement,” a periodical similar in general 
; character, and “American Homes and Gardens,” formerly the 
Scientific American Building Monthly’— and have also published 
books; these being the “Scientific American Encyclopedia of 

Receipts” and the “Scientific American Encyclopedia of Formu- 
as.” By its charter it is authorized generally “to manufacture, 
ublish, and sell newspapers and other publications.” The gen 
eral character and scope of the “Scientific American” is the 
reatment of scientific and industrial subjects, mechanical news, 
inventions, chemistry, astronomy, engineering news, etc. It is 

probably the oldest of the American publications of this char- 





acter, and has a circulation of at least 50,000 all over the United 
States, Canada, and British possessions, besides a large foreign 
circulation. The bill is filed against three corporate defendants, 
the Americana Company, a Maine corporation, the Americana 
Company, a New York corporation, and the “Scientific American 
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Compiling Department,” a New Jersey corporation, and one 


individual defendant, Robert S. Peale, an officer of the cory 


pora 
tion, alleged to be the promotor of them all. 

The defendant companies are all publishing companies which 
vere formed at different times in connection with the publication 
of an encyclopedia called the “Encyclopedia Americana,” or later 
the “Americana,” the publication of which was originally pro- 
jected by the defendant Peale under the name of the “Interna- 
tional Society,” of which he was the president. 

For several years the use of the name “Scientific American” 
in some connection with the placing of the encyclopedia upon 
the market was under contracts made by the complainant with 
the Americana Company of New York, or its predecessor, the 
International Society. This continued from November, 1902, 
until June, 1911, when the last contract was formally terminated, 
and complainants refused to receive payments under it. At that 
time and at the time of filing the bill (December 28, 1911) the 


edition of the encyclopedia being placed on the market bore on 
the title page as publisher the name “Scientific American Com- 
piling Department.” The title itself of the book was then the 
1 


\mericana.”” Complainants had at and before the formal 


ermination of the contract demanded the discontinuance of the 


use of the name “Scientific American” in connection with the 
publication, and, this not being complied with, filed the bill. The 
main object of the bill is to enjoin the use in any manner of the 


name “Scientific American” by any of the defendants in cor 


nection with the corporate title or with any of their publicatior 


A 
i 


The complainants put their right to relief upon the grounds 


First. That the right to use the name “Scientific American” 
was never granted to the corporate defendant “Scientific Ameri- 
can Compiling Department.” Second. That the name is a trade- 
name of complainants, to which they have a property right, 
and which can not be used by any of the defendants without 
consent, after the termination of the contract. Third. That the 
use of the name has subjected and will continue to subject com 
plainants to loss, injury, and damage, and is a fraud on complain 


ants and on the public, entitling them to injunction and equitable 
relief. 
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\s to the right to ise of the name in the corporate title 
nd for all corporate purposes, defendants claim (1) an absolut 
geal right to its sel to its continuance, without refer 

to any right under the contracts; and as to the use of the 
me in connection with the publication and placing of the 

clopedia upon the market, they further claim (2) that the 


situation and circumstances connected with the use of the name 


for this purpose by virtue of the contracts and the course of 


} 1 


uusiness with complainants thereunder has been such as to en 
title them to continue this use of the name in connection with 
the ““Americana,” notwithstanding the termination of the con- 
tract; (3) that complainants, having failed to show any loss or 
damage by reason of this use of the name in connection with the 
defendants’ publication, is not entitled to equitable relief by 
injunction. As further defenses, they set up estoppel and laches 
is bars to equitable relief, in case it should be held that the 


use of the name “Scientific American” by either of them 


f 


ithout legal right 


he case. in n ment, turns largely upon the question 
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mmplainants had fai to e any right or title to the us 

if the name “Scientif \merican” as a trade-name or trade 
mark for their publications or otherwise, because of the failur 

to prove a conveyance of the same from Munn & Co., the orig 
inal partnership who adopted it in 1845, or from Munn & Co., 
the New York corporation who succeeded to the rights of Munn 
& Co. in 1896. The use of the name by complainants as succes- 
sors in business to Munn & Co., since their incorporation in 
/ 1900, is sufficient, even without proof of a formal written con- 
veyance of the right to use the name, certainly as against those 
{ using the title or name without any authority. But secondly, 
‘ there was proof, by the evidence of Mr. Charles A. Munn, on 
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cross-examination, that the transfers were made by written 
documents. He was requested to produce them and promised to 
do so, if he could find them; but, as nothing further took place 
at the hearing in reference to their production, and his parol 
evidence as to the contents of the papers was allowed to stand, 
complainants’ right to the name stands proved on the parol evi- 
dence brought out by defendants and not objected to, so that 
there is no technical basis for the objection of complainants’ 
failure to prove title. 

First. As to the defendants’ right to the use of the name 
“Scientific American” since the termination of the contract 
for its use. 

The substantial facts which I find to be established by the 
evidence above stated in relation to the use of the nan 
“Scientific American” by any of the defendants at the time of 
filing the bill and subsecuently are as follows: 

By the original contracts of 1902 and 1904, one of defend 
ants, the Americana Company (of New York), was express! 
complainants to use exclusively the name 


1 


“Scientific American Compiling Department” for the purpose 





selling the “Eneyvclopedia Americana” in connection with subserip 
tions to the complainants’ periodical, the “Scientific American.” 
\t the time of making the contract of 1904, giving the exclusive 
use of the name, the “Scientific American Compiling Department” 
had been previously used, not as the publisher of the work, but 
merely as a selling name used by the Americana Company, under 
whose name as publisher the work was published originally, ana 
at the time of making the contract of 1904. During the con 
tinuance of this contract (which by its terms extended to March 
1, 1906), the complainants, without any express obligation under 
the contract to do so, did in fact co-operate in the preparation 
of the encyclopedia by giving the publishers the use of their 
illustrations and of their collections and compilations of informa 
tion organized and developed in connection with the publication 
of their paper the “Scientific American” from the date of its 
original publication in 1845, and appropriately called a “Com 
piling Department,” and also advertised this kind of connection 
and assistance in the “Scientific American” newspaper. Shortly) 
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wwers of publishing as as selling. During the continuance 
f the contract of 19 4 nd its extensions, the only power used 
by the Scientific American Compiling Department was that of a 
selling agent, in whose name the contracts of subscription were 
taken, and the contracts so made in this name, both before and 
after the incorporation, were delivered over without assignment 
to the Americana Company (of New York), the publisher of the 
work. 

About or shortly after the expiration of the contract of 
1904, and before the agreement for its extension, the complain- 
ants through their director and officer Mr. Beach, who was not 
at that time interested in any of the defendant corporations, 
knew of the fact of the incorporation of the Scientific American 
Compiling Department, but had no knowledge or information 


that it was incorporated for any other purpose than in connec 


ion with the publication of the “Americana” under the contract, 


nd as an instrument for carrying it out; that none of the other 
‘ers of complainants had at that time any knowledge of such 
orporation, and that at the time of the extension of the con- 


» 


tract in May, 1906, neither Mr. Beach nor any officer of the com 
plainants had any not! of any right or claim of any of the 
7 
| 


orporate defendants to the use of the name “Scientific Amert 


an’ in their corporate title or otherwise, except in connection 
with the carrying out of the contract; that in this posture of 
affairs, and when the new “Americana’ was complete, the de- 
fendant the Americana Company (of New York) and Munn & 
Co., the complainants (through all its officers), agreed upon 
the terms of a circular letter, which should give information to 
the public as to the connection of the publishers of the “Scien- 


tific American” with the new “Americana.” This circular letter, 


; issued in May, 1906, addressed to the American people, and 
' signed by Munn & Co., described the work as published by the 


“Scientific American Compiling Department” (not the Ameri- 
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cana Company), with their (Munn & Co.'s) full co-operation, 
“under the direct editorship and personal supervision of Mr. 
Frederick Converse Beach, editor of the “Scientific American,” 
and assured the public that it would be found standard in its 
information and fully equal to the reputation of the “Scientific 
American” for accuracy and reliability. In connection with this 
circular letter, the contract of 1904, expiring by its terms on 
March 1, 1906, was extended to March 1, 1907, with provisions 
for future extensions. After this circular letter and the subse- 
quent extensions of the contract, and up to the termination 
thereof in 1911, the title pages of the “Americana,” copyrighted 
by and in the name of Mr. Beach, bore the name “Scientific 
American Compiling Department” as publisher. The real pub- 
lisher and owner was, however, the Americana Company (of 
New York) until December, 1906, and from that time the Ameri- 
cana Company (of Maine), which succeeded to the rights of the 
Maine Company, and owned the plates and contracts. During 
the same interval (1906 to 1911), the volumes on the title page 
were also advertised as “issued under the editorial supervision of 
the Scientific American,” and copies of the circular letter were 
by the publishers placed in the hands of the agents of the 
Americana for use in reply to inquiries as to the connection of 
complainants with the “Americana.” During all this time the 
complainants received the benefits of the payments under the 
contract, which were, or were intended to be, enhanced and 
increased by the use of this circular letter, assuring to the pub- 
lic and especially to subscribers for this work of reference the 
benefit of complainants’ long and thoroughly established reputa- 
tion for reliability and accuracy. 

Pending the running of the contract, and partly by reason 
of the impression of complainants’ connection with the work 
given by agents soliciting subscriptions, confusion occurred which 
required attention by complainants to claims involving financial 


~ 


responsibility for the contracts and representations of the agents 
securing them, as well as responsibility from a literary or editorial 


standpoint. As a rule, these communications, which increased 
during the latter part of the connection, were referred to Mr 
Beach during the running of the contracts. 


These claims, based 
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both on financial and literary’ responsibility, were so frequent- 

every two weeks on an average—and of such a character as to 
impose upon complainants the burden of repelling or answering 
them in order to avoid claims of responsibility. This was of 
itself, in my judgment, an injury or damage to complainants in 
their’ business as publishers of the “Scientific American,” 
which could not be imposed on them without their con- 
sent, and from which, on the termination of the con- 
tract, they were entitled to be relieved, except so far as it was 
the necessary result of the contract and their dealings under it. 
For six months previous to June, 1911, the date of actual termi 
nation of the contract, the complainants and the defendants the 
\mericana Company of Maine and the Scientific American 
Compiling Department contemplated and prepared for the termi- 
nation of the contract; the defendants requesting delay as neces- 
sary for the elimination of the “Scientific American” from the 
enterprise. As a part of this elimination, complainants insisted 
on the abandonment of the use of the words or name “Scientific 
\merican” in the corporate name, or otherwise; but defendants 
insisted on the right to the continuous use of this corporate 
name as publishers of the “Americana,” and since the termina- 
tion of the contracts have continued this use of the corporate 
name, as well as in the contracts of subscription, but no other 
reference to the “Scientific American” appears on the title page 
than the designation of the “Scientific American Compiling De- 
partment,” mentioned as publishers. 

In the “canvass or instructions to agents” soliciting subscrip- 
tions for the editions previous to that of 1911, the publishers 
instructed them to state that they came from the “Scientific 
\merican” people, the leading scientific paper of the world, 


which for forty years had maintained an information bureau for 


ts subscribers free of expense on any subject, and that the 
“Scientific American” had built up a national system of reference 
sed in making the “Aj na.’ In the canvass for the editions 
f 1911, the agents are instructed to state that they are from 

Scientific American Compiling Department’; the reference: 


» the “Scientific American” paper is omitted, but there is in the 


iss a reference to an “information bureau” originated by 
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he “Scientific American Compiling Department,” as_ thi 
uindation of the work. This bureau in its character is sub 
ntially the same as that of the “Scientific American,” referred 


he canvass of T9QI2 (used since the 


in the earlier canvass. 1 
sinning of the suit) is of the same character. Since the ter 
ation of the contracts the agents, while being instructed 


I LLiSt!i 


~ 


‘ontinue the use of the name “Scientific American Compiling 
Department,” have also been instructed both verbally and by 
letters to discontinue mentioning Munn & Co. and the “Scientific 
\merican” as connected with the edition; but they do not ap- 
pear to have been instructed to disavow such present connection, 
if no inquiries relating to it are made, either by new subscribers, 
or by old subscribers, who are applied to by agents to take the 
new and present edition, with the allowance of an abatement from 
the regular subscription price on the return of the o'd edition 
for exchange. Notwithstanding the instructions which have been 
given, and as the result of the use of the corporate name “Scien- 
tific American Compiling Department” in obtaining the contract 
of subscription and the representations of agents in procuring 
the same or in connection therewith, many instances have oc- 
curred, since the termination of the contract, and up to the time 
of the hearing, of confusion in the minds of subscribers or 
proposed subscribers as to the complainants being still connected 
with or co-operating in the present publication of thi k 
applications to the complainants arising from this confusion 
require attention from them in order to repel or avoid responsi 
bility therefor, either financial or literary. 

Some instances of loss of advertising or subscriptions as the 
result of dissatisfaction with the “Americana” or the agents have 
also been shown. If what is being done by defendants is calcu- 
lated to injure the property of complainants, and the probable 
effect of it will be to expose them to risk or liability, then an in- 
junction is the proper remedy. /[Valter v. Ashton (1902), L. R., 
2 Ch., Div. 282, approved in Vanderbilt v. Mitchell, 72 N. J. Eq., 
gto, 67 Atl. 97, 14 L. R. A. (N. S.), 304; Edison v. Edison Poly- 
form Manufacturing Co., 73 N. J. Eq., 136, 67 Atl., 392 (Stevens, 
¥.C., 3907). 


This confusion, requiring attention and action on the part 
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un 


of the complainants to avoid responsibility, has already, in my 
judgment, caused an injury and damage to the complainants in 
carrying on their business as publishers of the “Scientific Ameri- 
can” newspaper, and is a confusion against the further con- 
tinuance of which, in the present and future publications of the 
“Americana,” they are entitled to equitable relief as the only 
effective relief. The confusion results primarily and directly 
from the use of the complainants’ well-known and long-estab- 
lished name “Scientific American” in connection with the name 
of publishers and sellers of a book of reference like the “Ameri- 
cana,” including in its volumes scientific and other information, 
the collection and compilation of which the “Scientific American” 
has made a specialty for sixty years. The addition of the words 
“Compiling Department,” so far from distinguishing or disas- 
sociating the publisher and seller of the work from those of 
the “Scientific American,” prima facie indicates the special and 
appropriate character of the association of the publishers of 
the paper with the publisher of the “Encyclopedia.” The latter 
is published by the “Scientific American Compiling Department” 
the natural and ordinary method of describing a department 
of the “Scientific American,” and of describing such a department 
as would be specially concerned with the compilation of informa- 
tion on scientific and other kindred subjects included in an en- 
cyclopedia. Both parties to the suit have from the time of their 
first contracts concurred in this view of the effect of this name 
“Scientific American Compiling Department” in connection with 
the encyclopedia, as giving it the benefit of this special informa- 
tion bureau or “Compiling Department” of the “Scientific 
\merican” newspaper, developed in their half century or more 
of its publication. In the stationery and literature of the “Scien- 
tiie American Compiling Department” used during their co- 
yperation prior to 1911, a “comma” followed the words “Scientific 
\merican,” thus making the direct formal representation that 
the “compiling department” referred to in the name “Scientific 
\merican, Compiling Department” was a department of the 

paper. 
It must also be considered that the defendant Americana 


Company procured the original use of the name “Scientific 
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\merican Compiling Department” for the purposes of the con 
tract and solely on the faith of the contract and upon very sub- 
stantial money consideration given therefor, and under the con 
tract and the dealings and course of business of the parties has 
received the benefit of the name and of the reputation of the 
“Scientific American’ as an accurate and reliable compiler of 
information on a great number of topics, treated in such a book 
of reference as the “Americana.” On the termination of the 
contract they can not, as it seems to me, equitably have the right 
to appropriate permanently: and without compensation, as long 
as the corporation continues to exist and publish a work of ref- 
erence, the benefit of the name “Scientific American” for that 
purpose. The continued use of the name after the expiration of 
the contract, and the continued appropriation of benefits which 
had their origin solely in contract, comes, in my judgment, within 
the operation of the principle of estoppel, and upon this ground, 
as well as upon that of confusion actually arising from the use 
of the name in the corporate title, complainants are entitled to 
relief. These two grounds relate to the right to the use of the 
name, considered solely with reference to its effect as between 
the parties themselves by reason of their contracts and dealings 
and the loss or injury resulting to complainants by reason of 
confusion. And there is another consideration involved in cases 
of this character, viz., that of the public to whom the name 
“Scientific American Compiling Department” is held out as the 
publisher and seller of the “Americana.” 

No corporation has the right, in assuming a name in which 
to carry on its business of publication, to adopt a name which, 
prima facie and without explanation, would fairly and reasonably 
indicate to a person dealing with it, of average and ordinary 
intelligence, that the work was the publication of another. The 
restrictions upon the selection and use of corporate names, or 
methods of business, tending to deceive the public, are inde- 
pendent of statutory restrictions and additional thereto, and may 
be enforced on behalf of persons (in this case other publishers ) 


to whom the use of the name would occasion an injury. L. Mar- 
tin v. L. Martin & Wilckes Co., 75 N. J. Eq., 39, 71 Atl., 409 


(Stevenson, V. C., 1908). In the absence of specific explana 
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on from the agents that the “Scientific American” no longet 
] aX . “+4 anvat lt er ner: 1 : t} . iblicat | hinl 
ad any connection with or cooperated in the publication, I think 
it would naturally and reasonably be taken for granted by any 
one dealing with the agents that the publisher of the present 
edition of the “Americana” was a department of the Scientific 
\merican newspaper, called the “Scientific American Compiling 


Department.” The pul 


lic, to whom the work 1s offered for 
subscription, are entitled to know that, with the publication and 
placing on the market of the present editions of the “Americana,” 
the publishers of the “Scientific American” have no connection 
or responsibility of any kind, financial or literary: To compel, 
or attempt to compel, special explanation by soliciting agents, 
that the publishers of the “Scientific American” are not con- 
nected with the present publication of the work, or with the 
company itself, is, in my judgment, a futile and impracticable 
method, and the only certain or practicable method of insuring 
to complainants proper protection is that of enjoining altogether 
the further use of the name “Scientific American” in the corpor- 
ate title, and also enjoining its use in the publication or vending 
of the “Americana” of the editions of 1912 and any future edi 
ions except as hereafter stated. 


1 


Reaching this ‘lusion upon the question of the continued 
of the name, merely as one of right in the respective parties, 


} 


mn the termination of the contract, there remain to be next 


onsidered the furthe: questions of the extent and scope of 

relief as to the use of the name in the publication and the 

bar of complainants’ relief by reason of estoppel, laches, or 
hardship. 

Second. The extent and scope of the relief to which com- 
plainant is entitled in reference to the use of the name “Scien- 
tific American” in connection with the publication and vending 
of the “Americana.” 

The complainants, as publishers of the “Scientific Ameri- 
can,” in fact cooperated with the defendants in the preparation 
and publication of the “Americana” up to and including the edi- 

; tions of 1910, and in the issues up to June, 1911. Their bill for 
injunction against the use of the name was not filed until De- 


cember, 1911, and until after some portions of the editions of 
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1911 had been put on the market. The entire editions from 1903 
to 1910 and the edition of 1911, so far as the same had been 
placed on the market up to the termination of the contract, 
must, for the purposes of any injunction, be considered as pub- 
lished or allowed to be published under the contracts. The in- 
junction prayed by the bill extends to the restraint of any repre- 
sentations that the “Americana” was prepared under the auspices 
of or has any connection with the complainant. Such representa 
tions, if made with reference to the editions up to 1910, would be 
true, and complainants are not entitled to any injunction against 
such representations. The cooperation during the contracts was, 
moreover, one for which the publishers of the “Americana”’ paid 
the large consideration provided by the contract, and they are 
entitled to the full benefit of this, and also, if they desire, to 
continue to state, according to the truth and the facts, the connec- 
tion of the “Scientific American” with the editions of the “Ameri- 
cana” up to that of 1912, and the injunction should not restrain 
any statements of the truth as to their past relations. And not 
only is this right to the truth and facts about the complainants’ 
connection with the previous editions one to which the defend- 
ants are entitled on the basis of fair dealing under the contracts, 
but it is also a right and benefit, no doubt, of considerable value 
to the subscribers to the “Americana” procured while the co- 
operation in its publication existed, and was publicly announced 
by complainants’ circular letter and otherwise for the purpose 
of procuring these subscriptions. Complainants have no equitable 
standing whatever, in my judgment, to restrain or enjoin any 
truthful representations of defendants in relation to the com- 
plainants’ past connection with the work, which do not give a 
false impression as to any present connection. The basis for the 
representations which defendants are entitled to make as to 
these past editions must, as it now seems to me, be the circular 
letter of 1906, which was after due consideration agreed upon 
by the parties as a careful and correct statement, and was for 
this purpose given to the public; but these representations as 
to past connection should, however, be only made in such manner 
as to show that it no longer exists, and before making any 
change from the temporary restraining order it will be necessary 
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to settle with some care in any decree for injunction against the 
future use of the name in publishing or marketing the work, the 
form of exceptions as to statements relating to the past connec- 
tion of complainants. 

Third. As to the equitable relief by injunction being barred 
on the grounds of estoppel, laches, or hardship. 

The defense of estoppel is based on the equities claimed to 
have arisen by reason of the license to use the name “Scientific 
American Compiling Department” in connection with the pub- 
lication of the “Americana” under the circumstances above de- 
tailed, and the defendants’ purchase of this right and expenditure 
of large sums of money in connection with the right or license 
and on the faith of it. These give it, as is claimed, a perpetual 
license, and complainants, after receiving the consideration and 
permitting the expenditure, are estopped from setting up a right 
to enjoin the continuance of the use of the name in connection 
with the present or future publication. Defendants are entitled, 
in my judgment, to the benefit of all estoppels arising from the 
license to use the name, given by the contract itself, or arising 
necessarily out of this use under the contract, and this will in- 
clude the right to retain the proper connection of the name as to 
all editions published during the cooperation under the con- 
tracts, but can not be extended beyond the contract, and to give 
defendants the perpetual right to the use of the name. So far as 
the defendants are entitled to the benefit of any estoppel arising 
out of the publication of the editions previous to 1912, they can 
be protected by the decree. 

The claim of laches is not well founded. The disuse of 
the name “Scientific American” was formally demanded in June, 
igtt, and the filing of the bill (in December, 1911) was not 
such a delay as to deprive complainants of the right ever to 
apply for protection against its future use. The delay was con- 
sidered important in reference to a preliminary injunction; but 
on the question of right, delay such as occurred in this case, due 
largely to the time required to procure evidence, is not of a 
character to disentitle complainants to all future protection against 
the use of their name and reputation. 


The objection of hardship was strongly urged against en- 
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joining the further use of the words “Scientific American” in 
the corporate name and the complications which may possibly 
arise by reason of the disuse of the name, in order to preserve 
the full benefit of all defendants’ existing property rights con- 
nected with the use of the name, should certainly be matter for 
careful consideration, in fixing the time, terms, and conditions 
upon which the decree for injunction shall go into effect. These 
may, if necessary, be made the subject of special reference or 
inquiry ; but the difficulty of adjusting proper relief is not a basis 
for denying altogether the relief by injunction to which com- 
plainants are entitled. And all these difficulties and hardships 
now claimed to affect the absolute right of relief have arisen 
and been intentionally brought about by the defendants, since 
the termination of the contracts, or in anticipation thereof. Up 
to April 1, 1911, the capital of the “Scientific American Com- 
piling Department” was only $2,000; it was only the selling agent 
for the “Americana Company,” and the outstanding contracts 
of subscription (50,000 or more), although taken in its name, 
had been delivered over without assignment to the Americana 
Company, which owned or controlled it, and on or about the date 
mentioned all of these outstanding contracts were assigned over 
by the Americana Company to Mr. Peale in consideration of his 
assuming its obligations. All of the contracts since that time 
taken by and in the name of the “Scientific American Compiling 
Department” as the selling agent of the “Americana Company” 
still belong to the latter company. Suits on any of these con- 
tracts whenever necessary heretofore seem to have been brought 
in the name of special assignees to whom they were assigned for 
the purpose, and, if any provision or exception be necessary 
as to the use of the name for the purpose of retaining the benefit 
of any of these contracts, it can be secured by the decree itself, 
which provides against the future use of the name. 


The hardship or injury to the present stockholders of the 
“Scientific American Compiling Department” from the discon- 
tinuance of the name, if it be considered as reasonably to be 
expected, is also one that has been brought about after the 
termination of the contract by the deliberate action of those 
who controlled the issue of the stock at that time. The stock was 
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increased from $2,000 to $2,000,000 for the purpose of exchang- 
ing it for “Americana Company” stock, and this latter stock is all 
now owned by the “Scientific American Compiling Department.” 
Complainants had no notice or knowledge of these proceedings, 
for the knowledge and participation of Mr. Beach, who had in 
April, 1911, become adversely interested, was no knowledge or 
notice to complainants. 

The increase of stock can not, as it seems to me, confer on 
the stockholders any individual or personal right as such to the 
perpetual continuance of a company name in derogation of com- 
plainants’ rights to the name. The question is altogether one of 
corporate right, and the only bearing which the personal holdings 
of stock has upon the question now at issue is whether the facts 
proved show that, by reason either of their acts or neglect, the 
complainants can be held to have had such notice of the general 
issue of this increased stock and its circumstances as now to 
disentitle them to complain of it, because of their own neglect. 
No such notice or responsiblity on the part of complainants or 
any connection therewith appears except on the part of their 
Mr. Beach, who was adversely interested and participated in the 
increase of the stock, and there is no equitable ground, in my 
judgment, for denying relief in regard to the further use of the 
corporate name to which they may be entitled, on the ground 
of any supposed hardship to the stockholders who, without knowl- 
edge of any controversy as to the use of the name, have pur- 
chased or acquired its stock by exchange since the termination 
of the contract. The terms of the decree can protect against the 
disturbance of any existing property rights, and apparently to 
stockholders the only loss or hardship is that resulting from the 
prima facie connection of the “Scientific American” with the 
company by reason of the corporate name. As there is no such 
connection, and has not been since the purchase or exchange 
of the stock, this hardship, if it exists, even as to those who 
purchased the increased stock, is one as to which they must 
be considered as having taken the risk, and they are not entitled 
to make any loss of hardship to them as individual stockholders 
a ground for continuing the use of the name. The stockholders 
who exchanged Americana Company stock are in a still less 
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favorable position to set up this defense, for, so far as they are 
individually interested, the exchange made after the termina- 
tion of the contract is apparently for the purpose of giving to 
them as stockholders of the Americana Company the continued 
benefit of the use of the name “Scientific American” after the 
right to such benefit had expired under the contract with the 
“Americana Company.” And Mr. Peale, Mr. Huntley, and Mr. 
Beach, the stockholders who actually brought about the increase 
and exchanges, manifestly have no standing personally as such 
stockholders to set up any loss or hardship resulting from these 
proceedings as a bar to complainants’ relief. 

A decree for injunction will be advised upon the basis of 
this opinion, and as to the terms and conditions, if any, upon 
which it should be issued and the time when it should issue and 
take effect, I will hear counsel at the time of settling decree. 
In the meantime or until further order, the temporary injunction 
as issued is to remain in full force and effect. Defendants may 
apply for a settlement of decree or for modification of the 
temporary injunction on the basis of above opinion at the time 


of settling decree. I will hear counsel of complainants, if they 


desire, upon the matter of complainants’ right to a decree for an 
account of profits, which is also prayed by the bill. 
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